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DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(1) . Claims 1-7, 10-11 and 13-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Anderson et al (US005096975A). 

(2) . Anderson et al disclose a coating composition containing at least a copolymer of a 
vinylbenzene sulfonic acid and an ethylenically unsaturated monomer (Abstract, line 1-4). The 
water soluble conductive addition polymers having functionally attached hydroxyl groups, any 
suitable ammonium or alkali metal salt, for examples, sodium styrene sulfonate, vinyl toluene 
sulfonic acid etc (Col. 2, line 50-66). When the binder polymer is to be employed in the 
preparation of the conductive polymers, any suitable hydroxyl containing solution or latex 
polymer may be employed such as for example, polyvinyl alcohol. It is further preferred that the 
binder polymer be employed in an amount of from about 20 to about 50 wt% of the coating 
composition to achieve abrasion resistance and permanency of antistatic properties (Col. 3, line 
30-34, 41-45). Illustrated in the Example 5, the surfactants used to be calculated as 0.8% (Col. 5, 
line 11-12). 

As to the film in the independent claim 1, it is well known that coating on substrate 
forming a film. 
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As to the free-radical polymerization method in the dependent claim 6, Anderson et al 
disclose the 0. 1 gm of sodium persulfate in the Example 1 , which is free radical generator for 
free-radical polymerization (Col. 4, line 56-68). As further evidenced by Duan et al 
(US005807919A): Col. 5, line 52-65. 

As to the limitation of dependent claim 11, the use of styrene sulfonic acid monomer 
taught by Anderson will form a sulfonated polystyrene polymer as further evidenced by Dehm et 
al (US004618655), Col 4, line 58-62. 

As to limitation of dependent claim 15, Anderson et al disclose surfactant maybe added 
to facilitate solution or dispersion or as a coating aids. Suitable surfactants include sodium lauryl 
sulfonate, dicotyl sodium sulfosuccinate, and the like (Col. 3, line 66 - Col. 4, line 2). Wetting 
agent as claimed is one of the surface active agent (page 1111-1112, Hawley's Condensed 
Chemical Dictionary, 1 1 th Ed). 

As to the container made from film in the dependent claim 16, the disclosure of 
Anderson et al meets the requirements of the present claim 16 in terms of the types of materials. 
It is reasonable to presume that the water soluble film of Anderson et al would make a container 
as presently claimed in light of its chemical similarities. The burden is shifted to applicants to 
establish that the container of the present claims is not the same as or obvious as that set forth by 
Anderson et al. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
"section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

(3). Claims 8, 9 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anderson et al (US005096975A) in view of Misumi et al (US003833457) and Beaulieu 
(US003677979). 

As to the condensation polymerization to form the sulfonate polymer in the dependent 
claim 8, phenol sulfonic acid monomer in the dependent claim 9, Anderson et al do not teach 
the sulfonate polymer formed by condensation polymerization of formaldehyde with sulfonate 
monomers such as phenol sulfonic acid. 

However, Misumi et al teach the typical polymers for coatings by condensation 
polymerization of monomers having sulfonic acid groups such as phenol sulfonic acid (either 
free sulfonic acid or salts thereof) (Col. 3, line 9-11, Col. 5, line 15-20). Beaulieu teaches the 
condensate of formaldehyde with at least one phenol sulfonic acid for a thermosettable water- 
soluble.resin as well (Abstract, Col. 2, line 10-32). 
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The advantages of using the condensate of formaldehyde and phenol sulfonic acid is its 
excellent tensile strength characteristics, in addition, the sulfonated phenolic resin systems 
display excellent storage stability characteristics when in aqueous solution form (Beaulieu 
US003677979: Col. 1 5 line 68- Col. 2, line 7). 

Therefore, it would have been obvious at time the invention was made to include the 
sulfonate polymer formed by condensation polymerization of formaldehyde with sulfonated 
monomers such as phenol sulfonic acid taught by Beaulieu in order to obtain the aforementioned 
advantages. Alternatively, Misumi et al disclose that the coating polymer may also be prepared 
by incorporating sulfonic acid groups to the basic polymer which is obtained by addition 
polymerization of condensation polymerization. In view of their interchangeability due to 
recognizable functional equivalent sulfonate monomers for coating, it would also have been 
obvious to the person of ordinary skill in the art to expect such a combination of sulfonate 
polymers formed by either condensation or free radical polymerization to work in an additive or 
cumulative manner. In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980). 

As to the limitation of dependent claim 12, Misumi et al disclose the molecular weight 
of three sulfonated polystyrenes to be 600, 10,000 and 50,000 separately used in the Example 4 
(Col 10, line 20-24). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

(1) . Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kochvar et 
al (US20020161088A1) in view of Misumi et al (US003833457) and Anderson et al 
(US005096975A), Joseph et al (US003677979). 

(2) . Kochvar et al (US20020161088A1) disclose a rapidly dissolvable polymer films. (Title). 
The film-forming composition for use in preparing water-soluble films that are rapidly dissolving 
under cold water conditions, the composition comprising a water soluble polymer material such 
as polyvinyl alcohol and a principle solvent (Abstract, line 1-5). In addition, blends of different 
types of polymer materials can also be formulated and prepared to produce the films. For 
instance, ratio of 80/20, 60/40 and 50/50 with polyvinyl alcohol can be used to advantage 
([0030]). 



(3). As to the blend with sulfonate polymer in the independent claim 1, Kochvar et al do not 
teach the blend with a sulfonate polymer. 
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However, Anderson et al teach a polymer which is a copolymer of a vinylbenzene 
sulfonic acid and an ethylenically unsaturated monomer containing at least one primary hydroxyl 
group (Abstract, line 3-6). A binder polymer such as polyvinyl alcohol is employed in 
preparation of patentee's polymers (Col. 3, line 30-34). Misumi et al also teach the use of 
sulfonate polymers for the coating composition (Col. 4,line 32 - Col. 5, line 32). 

The advantages of using sulfonate polymer is to improve overall properties of the product 
not temporary but durable such as excellent water absorption, anti-electrostatic (Misumi et al - 
US003833457, Abstract, line 9-14; Anderson et al - US005096975A, Col. 1, line 42-68). 

Therefore, it would have been obvious at time the invention was made to blend the water 
soluble film-forming polyvinyl alcohol polymer of Kochvar et al with sulfonate polymer of 
Anderson et al or Misumi et al in order to obtain the aforementioned advantages. Also, the 
sulfonate polymer such as polystyrene sulfonic acid is well known as a film forming (used in the 
art of membrane), water soluble polymer evidenced by Joseph et al (US004 196001- Col. 3, line 
50-53, line 61-62), therefore, the sulfonate polymer is compatible with polyvinyl alcohol in terms 
of the properties of water soluble, film-forming, motivated by a reasonable expectation of 
success. In re O'Farrell, 853 F.2d 894, 903, 7 USPQ2d 1673, 1681 (Fed. Cir. 1988). 

As to the sulfonate polymer containing a sulfo group in the form of -SO3M, M to be 
hydrogen, sodium, potassium or ammonium in the dependent claims 2, 7 and 10, Anderson et al 
disclose that any suitable ammonium or alkali metal salt of a vinyl benzene sulfonic acid may be 
used such as for example, sodium styrene sulfonate, vinyl toluene sulfonic acid etc (Col. 2, line 
50-66). 
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As to the limitations of dependent claims 3-5, Kochvar et al disclose the blend ratios 
being 80/20, 60/40 or 50/50 ([0030]). 

As to the limitation of dependent claim 6, Misumi et al teach monomers by addition 
polymerization such as styrene sulfonic acid or salt (Col. 3, line 10; Col. 4, line 48-53). As a 
polymerization method, either thermal polymerization, radical polymerization, or ionic 
polymerization (Col. 5, line 9-11). 

As to the limitations of dependent claims 8 and 9, Misumi et al disclose monomers by 
condensation polymerization such as phenol sulfonic acid and coupling agents are aldehyde such 
as formaldehyde (Col. 5, line 15-26). 

As to the limitation of dependent claim 11, the use of styrene sulfonic acid monomer 
taught by Anderson et al and Misumi et al will form a sulfonated polystyrene polymer as further 
evidenced by Dehm et al (US004618655), Col 4, line 58-62. 

As to the limitation of dependent claim 12, Misumi et al disclose the molecular weight 
of three sulfonated polystyrenes to be 600, 10,000 and 50,000 separately used in the Example 4 
(Col. 10, line 20-24). 

As to limitations of dependent claims 13-15, Anderson et al disclose the surfactants used 
in Example 5 calculated to be 0.8% (Col. 5, line 1 1-12). 

As to the container made from film in the dependent claim 16, the disclosure of the 
combined teaching of Kochvar et al and Misumi et al, Anderson et al meets the requirements of 
the present claim 16 both in terms of the types of materials and their contents. It is reasonable to 
presume that the water soluble film of combined teaching of Kochvar et al and Misumi et al, 
Anderson et al would make a container as presently claimed in light of its chemical similarities. 
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The burden is shifted to applicants to establish that the container of the present claims is not the 
same as or obvious as that set forth by the combined teaching of Kochvar et al and Misumi et al, 
Anderson et al. 

(4). As to the limitations of independent claim 17, the disclosure of Kochvar et al and 
Misumi et al, Anderson et al is incorporated herein by reference. The most subject matters of 
composition comprising polyvinyl alcohol and sulfonate polymer in the applicant's claim 17 has 
been recited in the applicant's claim 1, and has been discussed in paragraph (2) and (3). 

As to the limitation of dependent claim 18, Anderson et al disclose that any suitable 
ammonium or alkali metal salt of a vinyl benzene sulfonic acid may be used such as for example, 
sodium styrene sulfonate, vinyl toluene sulfonic acid etc (Col. 2, line 50-66). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ives Wu whose telephone number is 571-272-4245. The 
examiner can normally be reached on 8:00 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Examiner: Ives Wu 

Art Unit: 1713 

Date: December 30, 2005 




DAVID W. W 
SUPERWSfJfty fiATENT EXAMINER 



